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REMARKS 

Claims 1-19 are pending in the present Application. Claims 1, 5, 7, 10, 1 1, 18 and 19 
have been amended, claim 13 has been canceled, and claims 20 and 21 have been added, 
leaving Claims 1-12 and 14-22 for consideration upon entry of the present Amendment. 
Reconsideration and allowance of the claims are respectfully requested in view of the above 
amendments and the following remarks. 

Claim Rejections Under 35 U.S.C. § 1 12. First Paragraph 

Claims 5 and 17 stand rejected under 35 U.S.C. § 1 12, first paragraph, as containing 
subject matter which was not described in the Specification in such a way as to reasonably 
convey to one skilled in relevant art that the inventors, at the time the s was filed, had 
possession of the claimed invention. 

Claim 5 has been amended to correct the inadvertent error. Claim 17 is directed to a 
method in which the poly(arylene ether) is capped during the formation of the composition. 
Applicants believe this is sufficiently described at least in paragraph [0038] and respectfully 
request withdrawal of the rejection. 

Claim Rejections Under 35 U.S.C. $ 1 12. Second Paragrap h 

Claims 5 and 18 stand rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 5 and 18 have been amended and Applicants believe the rejection is now moot. 



Claim Rejections Under 35 U.S.C. § 102(b) 

Claims 1-4, 9-11, 14 and 19 stand rejected under 35 U.S.C. § 102(b), as allegedly 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over United States 
Patent No. 6,306,978 to Braat et al (Braat). Applicants respectfully traverse this rejection. 
Braat discloses a capped poly(phenylene ether) resin and a method of capping a 
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poly(phenylene ether) resin using a capping agent (Abstract). The capping agent is an ester of 
salicylic acid or anthranilic acid (Col. 4, lines 1-7). The resin composition may further 
comprise a polystyrene. (Col. 6, lines 19-20). 

Braat does not teach or disclose a component selected from the group consisting of an 
impact modifier, reinforcing filler, flame retardant and combinations of two or more of the 
foregoing as required by independent Claims 1, 14 and 19. To anticipate a claim, a reference 
must disclose each and every element of the claim. Lewmar Marine v. Varient Inc., 3 
U.S.P.Q.2d 1766 (Fed. Cir. 1987). Similarly, to establish a prima facie case of obviousness 
all elements of the claims must be disclosed in the prior art. Applicants respectfully assert 
that since Braat does not teach each and every element of the claims Braat does not anticipate 
or render obvious the pending claims. 

Claim Rejections Under 35 U.S.C. § 103(a) 

Claims 1-4, 6, 9-14 and 19 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over Braat in view of United States Patent Publication No. 2004/0068053 to 
Adedeji et al. (Adedeji). Applicants respectfully traverse this rejection. 

The pending application was filed on October 10, 2003. Adedeji was filed on June 26, 
2003 and accordingly is a prior art reference under 35 U.S.C. § 102(e) at best. As a result an 
obviousness rejection can only be made under 35 U.S.C. § 103(c). As Adedeji and the 
pending application are both owned by General Electric, an obviousness objection can be 
overcome by a statement of common ownership. Accordingly, a statement of common 
ownership is submitted herewith. 

Claims 1-4, 9-14 and 19 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over Braat in view of United States Patent Application No. 2003/0130403 to 
Geprags et al (Geprags). Applicants respectfully traverse this rejection. 

Geprags is directed to a composition comprising a syndiotactic vinylaromatic polymer, 
inorganic filler, an elastomeric, particulate graft polymer, a compatibilizer, an optional 
elastomeric particulate styrene-diene block copolymer, and an optional thermoplastic 
elastomer. (Abstract) As explained in paragraphs [0055] to [0056] the compatibilizer may be 
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a poly(arylene ether) and is present in an amount of 1 to 10 percent by weight. Geprags does 
not teach using poly(arylene ether) in an amount greater than 15 weight percent as is instantly 
claimed. For an obviousness rejection to be proper, the Examiner must meet the burden of 
establishing a prima facie case of obviousness. In re Fine, 5 U.S.P.Q.2d 1596, 1598 (Fed. Cir. 
1988). Establishing a prima facie case of obviousness requires that all elements of the 
invention be disclosed in the prior art. In Re Wilson, 165 U.S.P.Q. 494, 496 (C.C.P.A. 1970). 
Applicants respectfully assert that a prima facie case of obviousness has not been established 
because Geprags does not teach or suggest using poly(arylene ether) in an amount greater than 
15 weight percent as is instantly claimed. 

Claims 1-4, 6, 7-14 and 19 stand rejected under 35 U.S.C. § 103(a), as allegedly 
unpatentable over Braat in view of United States Patent Publication No. 2005/0075427 to 
Campbell et al (Campbell). Applicants respectfully traverse this rejection. 

Applicants respectfully point out that Campbell was filed on September 23, 2004 and 
the instant application was filed nearly a year before, on October 10, 2003. Accordingly, 
Campbell is not prior art and cannot be used as the basis for a prior art rejection. 

Claims 1-5, 8, 12, 14, 16, 17 and 19 stand rejected under 35 U.S.C. § 103(a), as 
allegedly unpatentable over United States Patent No. 4,760,1 18 to White et al. (White) in 
view of Campbell. Applicants respectfully traverse this rejection because, as mentioned 
above, Campbell is not prior art. 
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It is believed that the foregoing amendments and remarks fully comply with the Office 
Action and that the claims herein should now be allowable to Applicants. Accordingly, 
reconsideration and allowance are requested. 

If there are any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 50-1131. 

Respectfully submitted, 



CANTOR COLBURN LLP 

B y J 
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